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DETAILED ACTION 

Applicants amendments to the claims filed 12/22/2008 have been entered. Any 
rejection/objection from the previous office action filed 06/17/2008 not addressed below 
has been withdrawn. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification slnall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. This new rejection was necessitated by applicant's 
amendments to the claims. Specifically claim 1 now recites that the "dispersions are 
stable and do not phase separate" however it is not clear how a dispersion, which could 
read on an emulsion or undissolved particles in a liquid carrier as claimed could not 
contain more than one phase. 

Claim 18 recites the limitation ""said proportion" in line 2, there is insufficient 
antecedent basis for this limitation in the claim. 

Response to Arguments 

Applicant's arguments in regards to the 35 U.S.C. 102(b) rejection over Midha et 
al. filed 12/22/2008 have been fully considered but they are not persuasive. However 
upon further review by the examiner Midha is no longer anticipatory because applicant's 
claim 1 now incorporates the limitations of previous claim 17 that limits the amount of 
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macromer side chain to 2% to 16%. Midha does not teach an amount of macromer 
within this new range thus the reference is no longer anticipatory. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1,3-4,11-12,16,18-20 and 22 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Midha et al. (WO 97/33556), for the reasons set forth in the 
previous office action filed 06/17/2008. 

Applicants assert that Midha discloses graft copolymers in which the backbone 
and side chains phase separate into two distinct phases, immiscible interspersed 
microphases which is in contrast to their claimed invention where the polymer 
dispersions are stable and do not phase separate. 

The relevance of this assertion is unclear. As noted above the limitation that the 
dispersion does not phase separate is unclear. However applicants invention as 
described within their own specification at [0039] and [0110] of the US publication US 
20040156812 Al of their application states that the acrylic backbone is insoluble in the 
liquid medium and the macromolecule side chains are soluble in the medium. Thus it 
would appear that applicants claimed graft copolymer particles also contains two 
phases in that the backbone is insoluble while the graft is soluble in the liquid medium 
just as in Midha. This is hardly surprising since Midha is obviously within applicants 
claimed scope, therefore the graft copolymers would have the same properties because 
it is obvious that the same compound will have the same properties. Furthermore the 
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examiner notes that Midha only refers to phase separation when the copolymer is dried. 
See abstract. 

Claims 1,3-4,1 1-12,16,18-20 and 22 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over De La Poterie et al. (US 6,254,877 B1 , '877 from hereon) in 
view of Midha et al. (WO 97/33556). 

Applicants assert that one of ordinary skill in the art would not be motivated to 
combine '877 with Midha because '877 does not indicate that stable dispersions could 
be formed without the addition of stabilizing polymers and Midha specifically teaches 
polymer solutions free of dispersed particles. Thus applicants surmise that one skilled in 
the art would not have been motivated to add the graft copolymers of Midha without the 
addition of a stabilizing polymer. 

The relevance of these assertions is unclear. Firstly motivation to combine is not 
the only consideration when determining obviousness, see KSR International Co. 

v.Teleflex Inc. (KSR), 550 U.S. , 82 USPQ2d 1385 (2007). Clearly one of ordinary 

skill in the art would have a reasonable expectation of success in substituting the graft 
copolymer of '877 with the graft copolymer of Midha since both the graft copolymers are 
very similar in structure and they are both useful in the same field of endeavor, cosmetic 
formulations. Secondly Midha clearly states that the personal care compositions can be 
in the form of dispersed particles of a copolymer and hydrophobic volatile solvent 
contained within a carrier. See pag 17 lin 31-35. Thirdly even if applicants are correct, 
something the examiner does not admit on the record, that if one of ordinary skill in the 
art combined '877 with Midha they would use a polymer stabilizer, such a stabilizer is 
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not precluded by the claimed invention because the transitional term "comprising", 
which is synonymous with "including", "containing", or "characterized by", is inclusive or 
open ended and does not exclude additional elements or method steps recited in the 
prior art. Invitrogen Corp. v. Biocrest Mfg., L.P., 327 F.3d 1364, 1368, 66 USPQ2d 
1631, 1634 (Fed. CIr. 2003). 

Applicants lastly assert that even though the comparative examples provided in 
applicant's declaration are different than Midha they are fully consistent with the finding 
reported in Midha. Applicants go on to state that Midha does not teach the importance 
of any claimed range and certainly does not teach the criticality of the claimed range 
between 2 and 16% of the polymer is side chain graft. 

As noted previously by the examiner the comparative examples in the 
declaration all use side chains in excess of 20% by weight of the total polymer weight, 
but Midha clearly describes the use of graft copolymer with side chains in amounts of 
20% by weight of the total polymer as in the examples and does disclose that amounts 
less than 20% can be used by the breadth of the ranges cited within. Thus applicant's 
comparative examples are not within the full scope of the types of graft copolymers 
encompassed by the teachings of Midha. Regarding the criticality of the claimed range, 
it is noted by the examiner that applicants so called unexpected results could be 
achieved with amounts of 20% side chain which is taught by Midha. While the reason to 
select the amount of side chain in Midha may differ than applicants reasoning presented 
within their specification it does not change the fact that an amount of side chain could 
be selected within applicants claimed range. 
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Conclusion 

No claims are allowed at this time. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP §706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James W. Rogers, Ph.D. whose telephone number is 
(571) 272-7838. The examiner can normally be reached on 8:30-5:00. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Hartley can be reached on (571) 271-0616. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
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information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



/Michael G. Hartley/ 

Supervisory Patent Examiner, Art Unit 1618 



